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Response to Amendment 

The rejection of claims under 35 U.S.C. 102(e) as being anticipated by Higuchi et al (US 
2005/0239990, having an effective filing date of 12-20-2004) is withdrawn. Applicant has 
provided a certified translation of applicant's Japanese Application 2004-49826. Japanese 
Application 2004-49826 was filed 12-20-2004, preceding the 02-25-2004 effective date of US 
'990 to Higuchi et al. It is agreed that the present claims are fully supported by the translation of 
applicant's prior Japanese Application 2004-49826. 

Response to Arguments 

Applicant's arguments filed 12-28-2008 have been fully considered and found persuasive 
with regard to amended claim 1. J '221 discloses products wherein component (d) is obtained by 
reaction of acrylic acid with a maleimide group-containing monobasic acid and a diepoxy 
compound. The optional reaction product (d) of diepoxide (a), maleimide monobasic acid (b) and 
the optional (meth)acrylic acid (c) could contain three unsaturated groups and one hydroxy group 
or four unsaturated groups. However, there is no motivation found to select a maleimide- 
functional product having two maleimide groups, one acrylate group and one hydroxy group 
from the three possible maleimide reaction products (d) for reaction with the polyisocyanate (f) 
and compound with two hydroxy and one carboxyl group (e) in the disclosed resin composition. 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 10, 12 and 13 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. It is not clear how the film is "formed using the photocurable 
resin composition" in claim 10 or how a layer is "formed using the photocurable dry film" in 
claims 12 or claim 13. It is not clear how the composition or film is used. It is suggested that 
claims 10 and 12 read "formed by applying the photocurable resin composition according to 
claim 1 to a substrate and drying the composition". It is suggested that claim 13 read "formed by 
applying the photocurable dry film according to claim 10 to a substrate and irradiating the film". 

Claim Rejections - 35 USC §102 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1, 2, 7-11 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Oshima (6,777,155). Oshima discloses a photosensitive layer comprising a polyurethane resin 
binder. The polyurethane resin binder is the reaction product of an aliphatic cyclic structure 
having a substituent carboxyl group and two hydroxy groups of formula (I) with a diisocyanate 
compound, an optional additional diol compound and an endcapping monomer, wherein the end 
capping monomer can be a hydroxy- functional mono(meth)acrylate or poly(meth)acrylate 
(column 4, column 15, lines 4-62, and column 17, lines 38-49, Synthesis Examples 5-6). The 
endcapping monomers specifically taught include glycerol di(meth)acrylate and pentaerythritol 
triacrylate (see P-4, P-12, P-28 in Tables 1 and 2). Radical initiators are taught in column 38, 
lines 46-54. Organic solvents are taught in column 46, lines 31-53. Dry films are taught in the 
Examples. 
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Allowable Subject Matter 

Claims 12-13 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. The cited prior art does not teach or suggest optical 
waveguides obtained from the disclosed compositions. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Zahora et al (6,085,010) disclose optical glass fiber ribbon assemblies formed from 
radiation curable compositions. The composition comprises an adhesion adjusting oligomer that 
is represented by one of formulae (2), (3) and (4) described from column 9, line 51, to column 
10, line 27, and column 14, lines 10-18. 

Diamon et al (6,414,100) disclose UV-absorbing compositions comprising polyurethane 
acrylates obtained by reaction of a polyisocyanate, a polyol and hydroxy methacrylate, including 
glycerol di(meth)acrylate or pentaerythritol tri(meth)acrylate (column 10, line 39, to column 11, 
line 8). 

Smith (5,739,240) discloses modified acrylic urethane prepolymers prepared by reaction 
of a diisocyanate with a hydroxyl-containing acrylate, such as pentaerythritol triacrylate (column 
3, line 54, to column 4, line 21). Smith teaches that the high acrylate functionality of the 
disclosed prepolymers provides improved cure properties to polyester resins. See column2 , line 
52, to column 3, line 35. 
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Puder (4,973,61 1) disclose optical fiber buffer coating compositions comprising acrylate 
urethane oligomers with specific mono-functional aryl-containing acrylate monomers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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